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3624

- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -

Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM
THE MAILING DATE OF THIS COMMUNICATION.
- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely.

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33).

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1 .704(b).

Status

1 )^ Responsive to connmunication(s) filed on 16 September 2003 ,

2a)n This action is FINAL, 2b)l3 This action is non-final.

3)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213.

Disposition of Claims

4)^ Claim(s) 1-34 is/are pending in the application.

4a) Of the above claim(s) is/are withdrawn from consideration.

5)S Claim(s) 14-24 is/are allowed.

6)^ Claim(s) 1-13 and 25-34 is/are rejected.

?) Claim(s) is/are objected to.

8)0 Claim(s) are subject to restriction and/or election requirement.

Application Papers

9)n The specification is objected to by the Examiner.

10)^ The drawing(s) filed on 24 Ma/ 2000 is/are: a)^ accepted or b)n objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

1 1)0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. §§119 and 120

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

a)nAII b)n Some*c)n None of:

1. Certified copies of the priority documents have been received.

2.n Certified copies of the priority documents have been received in Application No. .

3.n Copies of the certified copies of the priority documents have been received in this National Stage

application from the International Bureau (PCT Rule 17.2(a)).

* See the attached detailed Office action for a list of the certified copies not received.

13)n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application)

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet.

37 CFR 1.78.

a) The translation of the foreign language provisional application has been received.

14)n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78.

Attachment(s)

1) Notice of References Cited (PTO-892)

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948)

3) Infonmation Disclosure Statement{s) (PTO-1449) Paper No(s)

.

4) Interview Summary (PTO-413) Paper No(s).

5) Notice of Informal Patent Application (PTO-152)

6) Other:

U.S. Patent and Trademark Office

PTOL-326 (Rev. 11-03) Office Action Summary Part of Paper No. 7
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DETAILED ACTION

Claim Rejections - 35 USC § 112

The following is a quotation of the first paragraph of 35 U.S.C. 1 12:

The specification shall contain a written description of the invention, and of the manner and process of making

and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it

pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode
contemplated by the inventor of carrying out his invention.

Claims 1-13 and 25-34 are rejected under 35 U.S.C. 112, first paragraph, as failing to

comply with the written description requirement. The claim(s) contains subject matter which

was not described in the specification in such a way as to reasonably convey to one skilled in the

relevant art that the inventor(s), at the time the application was filed, had possession of the

claimed invention.

In claims 1-13, the claims recite such limitations as buyer attribute input and seller

attribute input, yet no such limitations are specifically described in the specification.

In claims 25-29, the claim is directed to a computer implemented method, yet there is no

correlation between a computer and the recited steps. In other words, how or where is a

selection received, and how or where is a list received, etc.

In claims 30-32, the claims recite such limitations as a buyer attribute tree generator, a

base product means for searching, a seller attribute tree generator, an attribute tree comparator,

and an overlap maximizer, yet such limitations are not clearly defined or described in the

specification. For example, what technology is used in the base product means, etc.?
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In claims 33-34 the claims recite such limitations as a counter, yet no such limitation is

clearly described in the specification.

All the limitations in the claims should clearly and concisely be defined in the

specification so as to clearly convey how the present invention works and what elements it is

comprised of.

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or

any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and

requirements of this title.

Claims 1-13 and 25-34 are rejected under 35 U.S.C. 101 because the claimed invention is

directed to non-statutory subject matter. The claims are non-statutory because they lack specific

technology. The Board of Patent Appeals and Interferences has taken the position that claims

should refer to some specific technology, in the body of the claims not just the preamble, in order

to be considered statutory under 35 U.S.C. 101. If the claims do not specifically recite some

form of technology, they are "nothing more than an abstract idea which is not tied to any

technological art and is not a useful art as contemplated by the Constitution." Ex parte Bowman,

61 USPQ2d 1669, 1671 (Bd. Pat. App. & Inter. 2001)(Unpublised). While the Bowman opinion

is not precedential, it is cited herein for content and reasoning.

Claim Rejections - 35 USC §101

35 U.S.C. 101 reads as follows:

Allowable Subject Matter

Claims 14-24 are allowed.
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The following is a statement of reasons for the indication of allowable subject matter:

none of the prior art of record discloses, shows or teaches a computer program product having a

computer-usable medium for indicating differential values of products that is comprised of an

attribute means for storing product attributes, input means for receiving delta values, and value

attach means for attaching delta values to the product attributes to form a user attribute store. In

particular, the novelty lies in the user attribute store that indicates differences in values perceived

by the user for products in the product family that vary in specification according to the product

attributes.

The Applicant has successfully overcome the rejections based on 35 U.S.C. 1 12, second

paragraph as well as the previous rejections based on 35 U.S.C. 101 issued in the first Office

Action dated 8/13/03, both rejections of which are herein withdrawn. The objection to the

Abstract is also withdrawn in view of the newly amended Abstract. Therefore, the current status

of claims 1-34 is as follows:

Claims 1-13 and 25-34 are newly rejected under 35 U.S.C. 101, as stated above.

Claims 14-24 are allowed.

Conclusion

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Sandra Snapp whose telephone number is 703-305-6940. The

examiner can normally be reached on Mon.-Thurs..

Response to Amendment
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's

supervisor, Vincent Millin can be reached on 703-308-1065. The fax phone number for the

organization where this application or proceeding is assigned is 703-305-7687.

Any inquiry of a general nature or relating to the status of this application or proceeding

should be directed to the receptionist whose telephone number is 703-308-1 1 13.
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